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DETAILED ACTION 

Information Disclosure Statement 
h The information disclosure statement filed on October 31, 2005 fails to comply with 37 
CFR 1.98(a)(1), which requires the following: (1) a list of all patents, publications, applications, 
or other information submitted for consideration by the Office; (2) U.S. patents and U.S. patent 
application publications listed in a section separately from citations of other documents; (3) the 
application number of the application in which the information disclosure statement is being 
submitted on each page of the list; (4) a column that provides a blank space next to each 
document to be considered, for the examiner's initials; and (5) a heading that clearly indicates 
that the list is an information disclosure statement. The information disclosure statement has 
been placed in the application file and the information referred to therein has been considered. 
Examiner requests that applicant submits a completed form "1449" complying with the 
requirements listed above. 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

2. Claims 12-22 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. It is unclear to the examiner what the applicant means by "on the one hand" and 
"on the other hand". For examination purposes examiner interprets them to mean "at one end" 
and "at the other end". 
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Claim Rejections - 35 USC §102 

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

2. Claims 12 and 18-22 are rejected under 35 U.S.C. 102(e) as being anticipated by Koyama 
(US 6,531,988). 

Claim 12: Koyama teaches a wristwatch (100) including a case (4) at least one part of 
which is electrically conductive (7, col. 3/line 22) and in which are housed an electronic module 
(8) including a printed circuit board (2) and an electric power source (6) for powering said 
electronic module (col. 6/lines 22-23), said wristwatch further including an antenna (1) provided 
with a ground plane (15), said printed circuit board having, at its periphery (outer surface of 
circuit substrate 2), a mechanical contact zone (bottom surface of circuit substrate 2) with said 
electrically conductive part of the case (fig. 1), 

wherein the antenna and the ground plane are arranged on the top face of said printed 
circuit board (fig. 1), said top face being arranged on the side of a display device (10) of the 
wristwatch (fig. 1), and wherein said printed circuit board includes a conductive path (the 
conducting path that is used to connect the ground pattern, 15, to case back,7; col. 3/lines 22-27) 
extending at the periphery of said printed circuit board (since the conductive path is used to 
electrically connect the ground pattern, 15, and the case back, 7, it must necessarily extend at the 
periphery of the printed circuit board), over said mechanical contact zone (since the ground 
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pattern, 15, is on the top surface of the PCB, a connection of the conductive path must begin on 
top as well, which makes it over the mechanical contact zone), and establishing an electric 
contact (col. 3/lines 22-27), at one end, with said electrically conductive part of the case (col. 
3/lines 22-27) and, at the other end, with said ground plane (col. 3/lines 22-27) so as to enlarge 
the ground plane of said antenna (electrically connecting 7 to 15 requires that the ground plane 
will be enlarged) in directions extending substantially in the extension of said ground plane (fig. 
1), the enlargement being located substantially in the plane containing the ground plane of the 
antenna (fig. 1). 

Claim 18: Koyama teaches said conductive path is arranged on a first face of the printed 
circuit board (top surface of PCB) and is electrically connected to other conductive paths (17) of 
the electronic module via metallised holes (18). 

Claim 19: Koyama teaches said electrically conductive part of the case is electrically 
connected to a pole of determined electric potential (determined electric potential is the electric 
potential of the terminal it is attached to on the power source) of the electric power source (col. 
6/lines 22-25), said electrically conductive part of the case being used to bring said determined 
electric potential to said electronic module via said conductive path (the electronic module will 
be brought to the electric potential of the electrically part of the case via the conductive path). 

Claim 20: Koyama teaches said electrically conductive part of the case is brought to a 
determined electric potential (determined electric potential is the electric potential of the ground 
pattern) via said conductive path (the electrically conductive part of the case will be brought to 
the electric potential of the ground pattern via the conductive path). 
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Claim 21 : Koyama teaches said conductive path extends over substantially the entire 
periphery of the printed circuit board (fig. 8 illustrates 17, which is an extension of the ground 
plane, extending over substantially the entire periphery of the circuit substrate). 

Claim 22: Koyama teaches said conductive path extends over at least a part of the 
periphery of the printed circuit board located in the proximity to said ground plane (since the 
conductive path is used to electrically connect the ground pattern and the case back it must 
necessarily extend over at least a part of the periphery of the printed circuit board located in the 
proximity to said ground plane). 

Claim Rejections - 35 USC §103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 13-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over Koyama in 
view of Bokhari et al. (US 5,646,634). 

Claim 13: Koyama teaches all of the limitations of claim 12, as discussed above. 
Koyama fails to teach said antenna is a micro-strip antenna including a radiating element 
arranged substantially parallel to said ground plane. However, Bokhari et al. teach a microstrip 
antenna suitable for use in watches (col. 1/lines 45-47) that are able to emit and/or to receive 
GPS (Global Positioning System) signals (col. 1/lines 8-19), which is compact, and relatively 
simple and inexpensive to manufacture (col. 1/lines 39-41). Therefore, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to have used the 
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microstrip antenna of Bokhari et al. as the antenna element of Koyama in order to have utilized 
its small size and relatively simple and inexpensive manufacturing cost benefits. 

If the modifications to the invention of Koyama were made, as discussed above, one with 
ordinary skill in the art would have realized that the microstrip antenna of Bokhari et al. would 
have had its radiating element arranged substantially parallel to said ground plane. 
5. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over Koyama in view 
of DeSantis et al. (US 5,244,395). 

Claim 14: Koyama teaches all of the limitations of claim 12, as discussed above. 
Koyama fails to teach it includes an electrically conductive strip made of compressible material 
that is inserted, on said mechanical contact zone, between said electrically conductive part of the 
case and said conductive path. However, DeSantis et al. teach electrically connecting a metal 
frame of a two-radio to the ground of the PCB (col. 3/lines 5-1 1) using a conductive elastomer 
(elastomers are compressible), which provides an effective electrical interconnection when the 
two surfaces are not smooth or parallel (col. 3/lines 51-55). Therefore, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to have combined 
the conductive elastomer of DeSantis et al. with the invention of Koyama in order to have 
provided an effective electrical interconnection between the PCB and the case. 

Claim 15: Claim 15 is rejected for substantially the same reasons as claim 14, as 
discussed above. (If the combination had been made, as discussed above, one with ordinary skill 
in the art would have realized the conductive elastomer would be compressed between the PCB 
and the shoulder (Koyama - fig. 1, the outermost higher step-up in case back, 7) of the 
electrically conductive part of the case) 
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Claim 16: Koyama teaches it further includes a support element (screws) exerting a 
pressure at several points of the periphery of said printed circuit board where said electrically 
conductive strip is compressed, (col. 6/lines 28-29, the screws used to secure the front and back 
casing of Koyama will exert a pressure at several points of the periphery of said printed circuit 
board where said electrically conductive strip is compressed) 

Claim 17: Claim 17 is rejected for substantially the same reasons as claim 14, as 
discussed above. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Robert Karacsony whose telephone number is 571-270-1268. 
The examiner can normally be reached on M-F 7:30-5 EST with alternating Friday's off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Douglas W. Owens can be reached on 571-272-1662. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Application/Control Number: 10/554,916 
Art Unit: 2821 



Page 8 



DOUGLAS W.OWEMS 
PR/MARY EXAMINER 



